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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 6,11-16,18 and 19 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Sommer (Pat. No. 6,280,857 B1). 

Support for the specific combination of the composition and phase is not 
considered to have priority date of 4/22/1999. It is noted that none of the priority 
documents recite the specific combination of 24-26% Co with the other composition 
limitations. Therefore the claims are afforded a priority date of 3/30/04. 

Consider claim 6 and 14, Sommer teaches a protective coating for super-alloy 
structural parts especially for gas turbine engines (Abstract). The MCrAlY coating is 
shown to be in the gamma phase. (Claim 7) Additionally, Sommer's teaching of ranges 
for the composition of the coating encompass the amount of cobalt used as well as the 
use of nickel and yttrium or lanthanum or lanthanum-series elements and a over-lapping 
amount of rhenium (Col. 4 Lines 60-67) 
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Consider claims 11, 12 and 13, Sommer teaches, in column 4 lines 59-68, 
Chromium from 11-15 wt%, Aluminum from 11.5-14 wt%, Rhenium from 1-8 wt % and 
Cobalt from 18-28 wt% and Yttrium from 0.3-1.3 wt% and 0-0.5 wt% of a total of 
Lanthanum or Lanthanum-series. 

Consider claim 15, The MCrAlY coating is shown to be in the gamma phase. 
(Claim 7) 

Consider claim 16, Sommer teaches, in column 4 lines 59-68, Chromium from 
11-15 wt%, Aluminum from 11.5-14 wt%, Rhenium from 1-8 wt% and Cobalt from 18- 
28 wt% and Yttrium from 0.3-1 .3 wt% and 0-0.5 wt% of a total of Lanthanum or 
Lanthanum-series. 

Consider claims 18 and 19, Sommer does not teach that its protective layer has 
chromium-rhenium precipitates; therefore Sommer is considered to not possess the 
chromium-rhenium precipitates. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 7, 8, 9, 10 and 17 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Sommer (Pat. No.6280857 B1) as applied above, and further in 

view of Kojima (Pat. No. 5,507,623). 
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Consider claim 7, while Sommer teaches MCrAlY coating on the proper 
composition ranges and in the gamma phase (Col. 4 lines 60-67 and Claim 7), Sommer 
does not teach the use of dual MCrAlY layers in gas turbine components. However, 
Kojima does teach the use of dual MCrAlY layers in gas turbine components with one 
layer being laid directly on top of the other. (Col. 4 lines 5-14) It would have been 
obvious to a person of ordinary skill in the art at the time of invention to have combined 
the gamma-phase MCrAlY composition of Sommer with the dual layered MCrAlY of 
Kojima to provide a coating with greater resistance to corrosion and high temperatures. 
(Kojima Col. 4 lines1-3) 

Consider claim 8, Kojima teaches the use of an inner and outer layer MCrAlY 
layer (Col. 4 lines 5-14) while Sommer teaches an MCrAlY layer in the gamma phase 
(Claim 7). However the use of re-melting by electron or ion beams is considered to be a 
product by process limitation and "[E]ven though product-by-process claims are limited 
by and defined by the process, determination of patentability is based on the product 
itself. The patentability of a product does not depend on its method of production. If the 
product in the product-by-process claim is the same as or obvious from a product of the 
prior art, the claim is unpatentable even though the prior product was made by a 
different process.", (In re Thorpe, 227 USPQ 964,966). Once the Examiner provides a 
rationale tending to show that the claimed product appears to be the same or similar to 
that of the prior art, although produced by a different process, the burden shifts to 
applicant to come forward with evidence establishing an unobvious different between 
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the claimed product and the prior art product (In re Marosi, 710 F.2d 798, 802, 218 
USPQ 289, 292 (Fed. Cir. 1983), MPEP 2113). 

Consider claim 9, Kojima teaches the use of an inner and outer layer MCrAlY 
layer (Col. 4 lines 5-14), while Sommer teaches an MCrAlY layer in the gamma phase 
(Claim 7). However, the use of "electrodeposition" in applying the outer layer is 
considered to be a product-by-process and "[E]ven though product-by-process claims 
are limited by and defined by the process, determination of patentability is based on the 
product itself. The patentability of a product does not depend on its method of 
production. If the product in the product-by-process claim is the same as or obvious 
from a product of the prior art, the claim is unpatentable even though the prior product 
was made by a different process.", (In re Thorpe, 227 USPQ 964,966). Once the 
Examiner provides a rationale tending to show that the claimed product appears to be 
the same or similar to that of the prior art, although produced by a different process, the 
burden shifts to applicant to come forward with evidence establishing an unobvious 
different between the claimed product and the prior art product (In re Marosi, 710 F.2d 
798, 802, 218 USPQ 289, 292 (Fed. Cir. 1983), MPEP 2113). 

Consider claim 10, Sommer teaches the use of zirconia in a MCrAlY layer. 
(Col. 7 lines 5-10) 

Consider claim 17, Sommer teaches, in column 4 lines 59-68, Chromium from 
11-15 wt%, Aluminum from 11.5-14 wt%, Rhenium from 1-8 wt % and Yttrium from 0.3- 
1 .3 wt% and 0-0.5 wt% of a total of Lanthanum or Lanthanum-series. While the 
chromium and the aluminum do not overlap the wt. percentages of claim 17, they are 
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substantially close to that of claim 17 that one of ordinary skill would have expected 
compositions that are in such close proportions to those in prior art to be prima facie 
obvious, and to have same properties (Titanium Metals Corp., 227 USPQ 773 (CA FC 
1985)). 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gordon R. Baldwin whose telephone number is 
(571)272-5166. The examiner can normally be reached on M-F 7:45-5:15. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jennifer McNeil can be reached on 571-272-1540. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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